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(e) releasing the unboun| partial bupdtgs from the at least one gripping 
element; and 

(f) placing the unbc 
collection device; 

(g) jte)5eating steps (a) tp p for the required number of unbound partial 



artial bundles. in a first collection trough of a 




5. (Twice Amended) A rrjenhod for manufacturing fibej^bundles comprising: 
transporting a fiber bundjef using at least one f emblement; 
cutting the fiber bundle sjtr&nd into unbound jpartial bundles, the unbound 
partial bundles having a length;! ff 

releasing the unbound partial bundled from the at least one feed element; 

Ml / 

gripping the unbound partial bundles using at least one gripping element; 

■i f 

releasing the unbound psirl^bundles frpm the at least one gripping element; 
placing the unbound paj 
device; and 



a:| bundles in a first collection trough of a collection 



rotating the collection de\|i<jje after the first collection trough is fil/ed and 
placing the unboundpartial bundles in a further collection trough. 



foregoing amendments and the to 



REMARKS 

Introduction 

Claims 1 and 5 are! pending in the : present application. In view of the 

owing remarKs, it is respectfully submitted that al 
of the presently pending cfaims £jr6 allowable, abd reconsideration is respectfully 
requested. 

3 
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Applicants note vsfit|i appreciation the acknowledgment of the claim for 



foreign priority and the indicatiqn 



documents have been receivei 



i 

1- 



Applicants thank thjp Examiner for considering the previously filed 



Information Disclosure Statement 



, PTO-1449 paper and cited references, and for 
advising Applicants that the ref^rjpnce EP 0473064 was previously considered. 



II. 



Response to Proposed, foam iner^s Amendment 



that ail copies of the certified copies of the priority 



The Office Action pqntends that the Applicants' previous response to 

i ■ 

the Examiner's objection to the Incorporation by reference of reference EP 0 411 
572 may be deemed non-responsfve under 37 C.F.R. §1.121 . In order to expedite 
the prosecution process, Applic*pn| hereby agrees to the Examiner's proposed 
amendment to the specification. I |or the purposes of clarity, the proposed 
amendment to the specification is||repeated herein. 



III. Objection to Claim 5 | 

Claim 5 was objected to on pie basis of certain informalities. Specifically, the 
Examiner deems that, in claim 5 r t|e phrase "the partial bundles" should recite -the 
unbound partial bundles- in order |o be consistent with claim 1. Applicant has 
amended claim 5 as requested by \\he Examiner. No new matter has been added. It 
is respectfully submitted that the p^jection to the Specification has been obviated, 
and withdrawal of this objection is therefore respectfully requested. 



f ; 

IV- Rejection of Claim 1 Undpr 3S U.S.C. S 102(b) 
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ff 

Claim 1 was rejected fcnder 35 U.S.C. 102(b) as anticipated by U.S. 
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Patent No. 1,965,464 (°Kbehler"|. Applicants; respectfully submit that Koehler does 
not anticipate claim 1 as amended for the following reasons. 

Claim 1 as amenjj^jd relates to ^ method for manufacturing a fiber 
bundle having a length from a (required number of unbound partial bundles having 
the same lengths. Claim 1 recijt^js that the method comprises the steps of 
transporting a fiber bundle strand using at lea?t one feed element and cutting the 
fiber bundle strand into unboundpartial bundles, the unbound partial bundles having 
said length. Claim 1 also recitesithat the method includes the steps of releasing the 
unbound partial bundles from theft at least one feed element and gripping the 
unbound partial bundles using atjjleast one gripping element. In addition, claim 1 
recites that the method includes tpe steps of releasing the unbound partial bundles 
from the at least one gripping ejejpent and plaping the unbound partial bundles in a 
first collection trough of a collection device. These steps are repeated for the 
required number of unbound partjjal bundles. 

Koehler purports tp describe a machine for making tassels. CoL 1 , 
lines 1-2. More specifically, KoeH-er states that "the machine makes tassels of the 
type in which short sections of threads or cords ... are folded to form an eye and 
bound together adjacent to the eye by means of a wire ring or staple." Col. 1 , lines 
2-6. I '■• 

It is respectfully su|Dfpitted that Kqehler fails to disclose, or even 
suggest, manufacturing a fiber bjujjidfe having a length by placing a number of 
unbound partial bundles having Jhp same lengths in a collection trough until a 
required thickness of the fiber bijhdle is obtained, as recited in amended claim 1 . 
contrast, Koehler describes a prcpcjfess whereby threads or cords are folded to form 
an eye and are bound together sdjjacent to the eye by means of a wire ring. More 
specifically, in Koehler, threads 51|{and 54 are fed through tubes 52 and 55, 
respectively, where they are claff jjjed, folded, etc. Page 2, lines 42-51. After the 



In 



threads or cords have been bound 



together to form the tassel, the ends of the 



threads or cords are cut by knivef* if 4 and 75. Page 2 f lines 93-96. This is in direct 
contravention with claim 1, which recite the manufacturing of a fiber bundle strand 
having a length by placing a number of unbound partial bundles having the same 
lengths in a collection trough unti ] 4f required thickness of the fiber bundle strand is 
obtained. 
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To anticipate a c 
must be found in a single prior 
Calif. . 814 F.2d 628, 631, 2 U.£l 



: aim. each and every element as set forth in the claim 
g[1 reference. Verdegaal Bros, v. Union Oil Co. of 
!P.Q.2d 1051, 1053 (Fed. Cir. 1987). Furthermore, 
u [t]he identical invention must tyqjf shown in asicomplete detail as is contained in 
the . . . claim." Richardson v. ^Jzuki Motor Co. . 868 F.2d 1226, 1236, 9 U.S,P.Q.2d 



1 913, 1920 (Fed. Cir. 1989). Thpt is, the prior art must describe the elements 
arranged as required by the cteiifjjis. In re Borid . 910F.2d831, 15 U.S.P.Q.2d 1566 
(Fed. Cir. 1990). As more fully sj^t forth above, it is respectfully submitted that 
Koehler does not disclose, or ev|n suggest, manufacturing a fiber bundle having a 
length by placing a number of unbound partial: bundles having the same lengths in a 
collection trough until a required thickness of the fiber bundle strand Is obtained, as 
recited in amended claim 1 . | 

Additionally, to reje|t a claim under 35 U.S.C. § 102, the Examiner 
must demonstrate that each anjJi^very claim limitation is contained in a single prior 
art reference. See. Scripps Cliiiic a & Research Foundation v. Genentech. Inc. . 18 



U.S.P.Q,2d 1001, 1010 (Fed. Cir, 



1991 ). Still further, not only must each of the 



claim limitations be identically djs|losed, an anticipatory reference must also enable 
a person having ordinary skill in'tf|e art to practice the claimed invention, namely the 
inventions of the rejected claimq, as discussed: above. See . Akzo, N.V. v. U.S.I.T.C. , 
1 U.S.P.Q.2d 1241, 1245 (Fed. p|r. 1986). In particular, it is respectfully submitted 
that, at least for the reasons dismissed above, the reference relied upon would not 
enable a person having ordinary Jkill in the art to practice the inventions of the 
rejected claims, as discussed atop. Also, to the extent that the Examiner is relying 
on the doctrine of inherency, thd Examiner must provide a "basis in fact and/or 
technical reasoning to reasonab y|$upport the determination that the allegedly 
inherent characteristics necessa illy flows from the teachings of the applied art." See 
M.P.EP. §2112; emphasis. in org^nal; and see . Ex parte Levy 17 U S P.Q.2d 1461, 
1464 (Bd. Pat. App. & Inter. 199<j))l, Thus, the WfP.E.P. and the case law make clear 
that simply because a certain res i|t or characteristic may occur in the prior art does 
not establish the inherency of that Result or characteristic. Accordingly, the 
anticipation rejection as to the rejj pted claims must necessarily fail for the foregoing 
reasons. I 

In summary, it is respectfully submitted that Koehler does not 
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V. 



Allowable Subject Mattel 



matter contained in claim 5. In 



i 



Applicants note witji appreciation the indication of allowable subject 



tfjis regard, the Examiner will note that claim 5 has 



been amended herein to overcbme the Examiner's objection and to include all of the 
limitations of its base claim, i.ej, claim 1, It is therefore respectfully submitted that 
claim 5 as amended herein is m condition for immediate allowance. 



VI. 



Conclusion 



Attached hereto i$ a marked-up version of the changes made to the 
claims by the current Amendment The attached page is captioned "Version with 
Markings to Show Changes Majde" 

It is therefore respectfully submitted that all of the presently pending 
claims are allowable. All issue^ Raised by the Examiner having been addressed, an 
early and favorable action on tn^ merits is earnestly solicited. 



Respectfully submitted, 
KENYON & KENYON 



Dated: ^wwbts \0 s ~lo&2*~ 
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Application Serial No. 09/240.Q6: 



f 



Version withl parkings to Show Changes Made 

IN THE SPECIFICATION: 

The paragraph banning at page 1, line 20 has been amended as 
follows: | i: # 

European Patent Application No. EP 0 411 572[, hereby incorporated by 
reference herein,] describes anj apparatus for the manufacture of fiber bundles with 
two cylinders disposed in parallej, of which the one serves as the cutting apparatus 
and the other carries on its surface the fiber bundle strand coming out of the 
spinning machine. The cylinder designed as a cutting apparatus possesses blades 
extending in a radial direction bjyjjneans of which the separation of the fiber strand is 
performed in the region betweenjthe two cylinders in portions of a desired length. 
The partial bundles cut in this vta|r are removed from the blades or from the cylinder 
supporting the blades by means of discharge elements disposed between two 
blades and can be caught in a ^Ljitable coKectipn device. The discharge elements 
can be moved in the radiaf direction of the cylinder relative to the blades and cause 
the blades to protrude radially ir|» fie cutting position in the region between the two 
cylinders and effect the desired ;cj[jt of the fiber bundle strand. In regions at a 
distance to the cutting position, fhjje blades are accepted in each case between two 
discharge elements. Disadvantages of such an apparatus are that it has a relatively 
complex design and that the chnrfge in the length of the partial bundles requires the 
cylinder supporting the blades tq> £e changed. 

IN THE CLAIMS: 

Claims claims 1 aric{j5 have been;amended without prejudice as 

follows: 

1 . (Three Times Amende^ A method for manufacturing a fiber [bundles] 
bundle having a length from a_rejq|jired number of unbound partial bundles having 
the same lengths, the method comprising: 

£3} transporting a fiber bundle strand using at least one [fuel] feed element; 
cutting the fiber bundljeptrand into unbound partial bundles, the unbound 
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:j 

t 
f 

partial bundles having [a] said length; 

jfel releasing the unbound partial bundles from the at least one feed element; 

(d) g ripping the unbound [partial bundles using at least one gripping element; 

{el releasing the unboun4P art ial bundles from the at least one gripping 
element; [and} j 

ifl placing the unbound partial bundles in a first collection [through] trough of 
a collection device ; and 

fa) repeating steps (a) tol (j) for the repaired number of unbound partial 



bundles. 



5. (Twice Amended) [Th§ ijhethod as recited in claim 1, further comprising:] A 
method for manufacturing fiber foindles comprising: 



transporting a fiber bundlp [using at least one feed element- 



cutting the fiber bundle strand into unSoiind partial bundles, the unbound 



partial bundles having a length: • 

releasing the unbound partial bundles from the at least one feed element; 



gripping the unbound parjisj-l bundles using at least one gripping element; 
releasing the unbound partfal bundles from the at least one gripping element: 



placing the unbound partial 



devjce; apd 

rotating the collection device 
placing the unbound partial buncos 
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bundles in a first collection trough of a collection 



after the first collection trough is filled and 
in a furthericollection trough. 
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